The opinion in support of the decision being entered today was not
witten for publication and is not binding precedent of the Board.
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PAK, Adm ni strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on an appeal under 35 U. S.C. § 134
fromthe examner’s final rejection of clains 1 through 12,
all of the clainms pending in the above-identified application.

Claim1l is representative of the subject matter on appeal

and reads as foll ow

1 Application for patent filed April 28, 1994.
1
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1. A nmethod for the grafting of a
nmononer onto a polyolefin in the presence
of an organi c peroxide, said polyolefin
bei ng a polyolefin that, when nolten,
undergoes cross-linking in the presence of
t he organi c peroxi de, said nethod
conpri si ng:

(a) adm xing in an extruder an adm xture of
(i) said polyolefin, (ii) 25 to 6000 ppm based
on the wei ght of the polyolefin, of an organic
per oxi de coated onto a carrier polymer, the
anount of organic peroxide coated onto said
carrier polyner being at |east 0.2% by wei ght of
the carrier polynmer, and (iii) up to 5% by
wei ght of the polyolefin, of a grafting nononer
capabl e of being grafted onto the polyolefin in
t he presence of the organic peroxide;

(b) heating the adm xture to a tenperature
above the nelting point of both the polyolefin
and the carrier polymer under adm xi ng
conditions to effect grafting of said grafting
mononer onto the polyolefin, said carrier
pol ymer under goi ng chain scission in preference
to cross-linking in the presence of the organic
peroxi de at said tenperature; and

(c) extruding grafted polyolefin fromthe
ext ruder.

I n support of his rejection, the examner relies on t

following sole prior art reference:

he

Furrer et al. (Furrer) 5,112,919 May 12,

1992

(Filed Oct. 30,

1989)

Clains 1 through 12 stand rejected under 35 U. S.C. § 103
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as unpatentabl e over the disclosure of Furrer.?

W reverse.

The clai ned subject matter is directed to a process for
grafting a nononer onto a pol yolefin which is capabl e of
undergoi ng cross-linking in a nolten state in the presence of
an organic peroxide. See claiml. The process involves
adm xi ng the polyolefin, the nononmer and a carrier polyner
coated with the organic peroxide in an extruder, heating the
resulting mxture at a tenperature above the nelting point of
both the polyolefin and the carrier polyner and extruding the
resultant grafted polyolefin fromthe extruder. 1d. The
carrier polyner is limted to only those pol yners which can
undergo "chain scission in preference to cross-linking in the
presence of the organic peroxide at said [nelting]
tenperature."” Id. According to appellants (the
specification, pages 7-9, exanple 1), the use of carrier
pol ymers whi ch undergo cross-linking in preference to chain

scission in the presence of organic peroxides in the clainmed

2 The exam ner has withdrawn the rejection of clains 1
t hrough 12 under 35 U.S.C. § 102(e) as anticipated by the
di scl osure of Furrer as set forth in the final Ofice action
dat ed Decenber 21, 1995 (Paper No. 9). See the Answer, page
2.
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process "results in a grafted product having a significantly
i ncreased | evel of gels and specks.” The cl ained process,
whi ch enpl oys a carrier polyner undergoing chain scission in
preference to cross-linking in the presence of an organic

peroxide, is said to
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be | ess susceptible to gel and speck formation. See the
Brief,

page 2 and the specification, page 9, line 32 to page 10, line
30.

As evi dence of obviousness of the clainmed subject matter
under 35 U.S.C. § 103, the exam ner relies on the disclosure
of Furrer. Appellants do not dispute that Furrer describes a
pol yol efin grafting process corresponding to the clained
process, except for the claimed carrier polyner. Conpare the
Answer, pages 3-6, with the Brief and Reply Brief in their
entirety. As found by the exam ner (the Answer, page 3),
Furrer describes using a carrier polynmer in its polyolefin
grafting process. See, e.g., colum 4, lines 20-40. Furrer
teaches that the carrier polynmer can be chosen from various
hi gh and | ow density pol yet hyl ene and pol ypropyl enes, ethyl ene
vinyl acetate copol yners, high and | ow density pol yet hyl enes,
Iinear | ow density pol yethyl enes, honopol yners of an al pha-
olefin having 2 to 6 carbon atons and copol yners of two al pha-
olefins. See colum 4, lines 43-48 and colum 5, lines 1-2
and 16-20.

The exam ner recogni zes that Furrer does not state that
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its carrier polyner has the clainmed functional
characteristics, i.e., "undergoing chain scission in
preference to cross-linking in the presence of the organic
peroxi de at said tenperature.” See the Answer, page 3.
Referring to page 3 of the O fice action dated May 24, 1995
(Paper No. 6) and page 4 of the specification, however, the
exam ner asserts that at |east sonme of the carrier polyners
listed in Furrer have the clainmed characteristics. |n other
wor ds, the exam ner acknow edges that at |east sonme evi dence
in the specification referred in the Ofice action dated My
24, 1995 evinces that at |east sonme of the carrier polyners
listed in Furrer do not possess the clained functional
characteristics. See the Answer, page 3, in conjunction with
the specification, pages 7-14 and the Ofice action dated My
24, 1995, page 3. Mdreover, the exam ner does not rely on any
specific exanple in Furrer, which necessarily enploys a
carrier polyner having the claimed functional characteristics.
Nevert hel ess, the exam ner takes the position that it would
have been obvious to select those carrier polyners having the
cl ai med functional characteristics fromthe carrier polyners

listed in Furrer. See Answer, page 3.
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The dispositive question is, therefore, whether it would
have been obvious to enploy the clained carrier polynmer in the
pol yol efin grafting process of Furrer. W answer this
guestion in the negative.

As indicated supra, Furrer describes classes of
pol ypr opyl enes, pol yet hyl enes, copol yners and honopol yners as
its carrier polyners. These classes of polyners enbrace a
huge nunber of polynmer species. At |east sone of the polyner
species included in Furrer are shown to have no cl ai ned
functional characteristics as indicated above. Nor does the
exam ner refer to any specific teaching in Furrer to show that
a person having ordinary skill in the art would have
recogni zed the inportance of using a carrier polyner having
the clained functional characteristics in a polyolefin
grafting process. Absent sone recognition of the desirability
of carrier polynmers having the clainmed functional
characteristics, one of ordinary skill in the art would not
have been led to select the clainmed carrier polynmers from
those listed in Furrer. The notivation or suggestion sinply
cannot be derived fromthat which is unknown. In re Spormann,

363 F. 2d 444, 448, 150 USPQ 449, 452 (CCPA 1988) (" Obvi ousness
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cannot be predicated on what is unknown").

Thus, on this record, we agree wth appellants that the
exam ner has not denonstrated that the clained subject matter
as a whol e woul d have been obvious to one of ordinary skill in
the art in view of the Furrer reference. Accordingly, we
reverse the examner’s decision rejecting all of the appeal ed
cl ai ms under
35 U.S.C. 8 103 over the Furrer reference.

The deci sion of the exam ner is reversed.

REVERSED

WLLIAMF. SM TH
Adm ni strative Patent Judge

BOARD OF PATENT
ADRI ENE LEPI ANE HANLON APPEALS AND
Adm ni strative Patent Judge | NTERFERENCES

CHUNG K. PAK
Adm ni strative Patent Judge
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